United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 223 13-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/678,207 



27752 



10/03/2003 



Gregory Scott Miracle 



12/23/2004 



THE PROCTER & GAMBLE COMPANY 
INTELLECTUAL PROPERTY DIVISION 
WINTON HILL TECHNICAL CENTER - BOX 161 
6110 CENTER HILL AVENUE 
CINCINNATI, OH 45224 



7517CL 



2118 



ZUCKER, PAUL A 



ART UNIT 



PAPER NUMBER 



1621 

DATE MAILED: 12/23/2004 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



utticq Action ournrnary 


Application No. 

10/678,207 


Applicant(s) 

MIRACLE, GREGORY SCOTT 


Examiner 

Paul A. Zucker 


Art Unit 

1621 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)M This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) |3 Claim(s) 1^4 is/are pending in the application. 

4a) Of the above claim(s) 2^4 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) H Claim(s) 1 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) ^ Claim(s) 1^4 are subject to restriction and/or election requirement. 

Application Papers 

9) £<] The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121 (d). 
11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 -D Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Election/Restrictions 

Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claim 1 , drawn to fragrance raw materials, classified, for example, in class 
568, subclass 420. 

II. Claims 2-4, drawn to fragrance delivery systems and perfumes, classified, 
for example, in class 512, subclass 8. 

The inventions are distinct, each from the other because of the following reasons: 

There is no patentable co-action between the inventions of Groups I and II. 

Because these inventions are distinct for the reasons given above and the search 
required for Group I is not co-extensive with that required for Group II, restriction for 
examination purposes as indicated is proper. 

Election Of Species 

Applicant is further required to make an election of species consistent with his 
selection of the invention of either Groups I or II above. 

This application contains claims directed to the following patentably distinct species 
of the claimed invention as set forth on page 10 of the specification for the invention 
of Group I and as set forth in Example 1 on page 23 of the specification for Group II. 
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Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is 
finally held to be allowable. Method and composition claims will be examined for the 
elected species. Currently, Claims 1 and 2-4 are generic. 

Applicant is advised that a reply to this requirement must include an identification of 
the species that is elected consonant with this requirement, and a listing of all claims 
readable thereon, including any claims subsequently added. An argument that a 
claim is allowable or that all claims are generic is considered nonresponsive unless 
accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of 
claims to additional species which are written in dependent form or otherwise include 
all the limitations of an allowed generic claim as provided by 37 CFR 1.141. If 
claims are added after the election, applicant must indicate which are readable upon 
the elected species. MPEP § 809.02(a). 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing 
the species to be obvious variants or clearly admit on the record that this is the case. 
In either instance, if the examiner finds one of the inventions unpatentable over the 
prior art, the evidence or admission may be used in a rejection under 35 
U.S.C. 103(a) of the other invention. 
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1 . During a telephone conversation with James McBride on 21 December 2004 a 
provisional election was made with traverse to prosecute the invention of Group I, 
claim 1. Applicant further elected 2, 2, 6, 10-tetramethyl-9-undecenal as the single 
disclosed specie. Affirmation of this election must be made by applicant in replying 
to this Office action. Claims 2-4 are withdrawn from further consideration by the 
examiner, 37 CFR 1 .142(b), as being drawn to a non-elected invention. 

Specification 

2. The lengthy specification has not been checked to the extent necessary to 
determine the presence of all possible minor errors. Applicant's cooperation is 
requested in correcting any errors of which applicant may become aware in the 
specification. 

3. The disclosure is objected to because of the following informalities: Applicant should 
amend the first sentence of the specification to reflect the current status of 
application Serial Number 10/030,759. Appropriate correction is required. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

4. Claim 1 is rejected under 35 U.S.C. 112, first paragraph, because the specification, 
while being enabling for the synthesis of simple aldehydes, devoid of other 
functionality, such as those listed on page 10 of the specification, does not 
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reasonably provide enablement for how to make the broad range of aldehydes 
claimed. The specification does not enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make the invention 
commensurate in scope with these claims. 

There are many factors to be considered when determining whether there is 
sufficient evidence to support a determination that a disclosure does not satisfy the 
enablement requirement and whether any necessary experimentation is "undue." 
These factors include, but are not limited to: 

a. the breadth of the claims: In the instant case the claims are extremely broad 
encompassing a wide range of structural features including heterocyclic 
systems and complex ring systems including spiroannulated ring systems; 

b. the nature of the invention: The instantly claimed invention involves the 
synthesis of a broad array of structurally diverse aldehydes. Aldehydes as a 
functional class, the Examiner notes, are well understood to be sensitive to 
degradation (by air oxidation, for example) and further reaction. 

c. the state of the prior art: the state of the prior art is generally considered high 
but would not allow one to predict in advance, based on Applicants' disclosure 
which of the variety of possible reaction conditions and isolation/purification 
techniques, or combinations thereof, could be used to successfully isolate any 
particular structurally complex member of the broad genus claimed; 

e. the amount of direction provided by the inventor: The inventor provides no 
guidance for the synthesis of the claimed aldehydes. 
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f . the existence of working examples: No working examples are provided for the 
synthesis of aldehydes. 

Based upon the analysis above, the Examiner concludes that undue 
experimentation is required to make the claimed invention. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by Lloyd (Journal of 
Organic Chemistry, Homogeneous Oxidation of Alcohols with Palladium(ll) Salts, 
1967, 32(9), pages 2816-2819). Lloyd discloses (Page 2819, column 1, Table IV, 
entry 6) the oxidation of 2,2-dimethyl-1-propanol to pivalic aldehyde which is a 
compound of claim with R, Ri= Ci unsubstituted linear alkyl and n= 0. Lloyd 
therefore anticipates claim 1 . 

Allowable Subject Matter 

6. Applicant's elected specie 2, 2, 6, 10-tetramethyl-9-undecenal is allowable. The 
following is a statement of reasons for the indication of allowable subject matter: 
The closest prior art Lloyd (Journal of Organic Chemistry, Homogeneous Oxidation 
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of Alcohols with Palladium(ll) Salts, 1967, 32(9), pages 2816-2819) neither discloses 
nor fairly suggests the elected specie 2, 2, 6, 10-tetramethyl-9-undecenal. 

Conclusion 

7. Claims 1-4 are pending. Claim 1 is rejected. Claims 2-4 are held withdrawn from 
further consideration by the examiner. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Paul A. Zucker whose telephone number is 571-272- 
0650. The examiner can normally be reached on Monday-Friday 7:00-3:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Johann R. Richter can be reached on 571-272-0646. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Paul A. Zucker, Ph. D. 
Primary Examiner 
Technology Center 1600 



